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DETAILED ACTION 
Status 

1 . The current application has been suspended pending the outcome of 
Interference 1-105,320. That interference has now concluded, with priority being 
awarded to the opposing party, Sorge. The current party, Barnes, filed for Adverse 
Judgment. Therefore, the applicant is estopped from asserting prior invention relative to 
Sorge (see MPEP 2308.03, for example). The current rejections all involve the Sorge 
patent. Since these rejections are not necessitated by an action by Applicant, the 
current action is NON-final. 

Priority 

2. The current application claims priority from 08/021 ,623, filed February 19, 1993. 
That application, now U.S. Patent 5,436,149, does not provide descriptive support for 
the current claims. There is no support in that application for Thermotoqa maritima 
DNA polymerase or for Pvrococcus GB-D polymerase as listed in claim 3 of the current 
application. Therefore, the claims do not receive priority to the parent application and 
are given a priority date of the filing of the straight continuation parent, 08/931 ,81 8 of 
September 16, 1997. 

Claim Objections 

3. Claim 3 is objected to because of the following informalities: The word "martima" 
should be "maritima\ Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(0 he did not himself invent the subject matter sought to be patented. 

(g)(1 ) during the course of an interference conducted under section 1 35 or section 291 , another 
inventor involved therein establishes, to the extent permitted in section 104, that before such person's 
invention thereof the invention was made by such other inventor and not abandoned, suppressed, or 
concealed, or (2) before such person's invention thereof, the invention was made in this country by 
another inventor who had not abandoned, suppressed, or concealed it. In determining priority of 
invention under this subsection, there shall be considered not only the respective dates of conception 
and reduction to practice of the invention, but also the reasonable diligence of one who was first to 
conceive and last to reduce to practice, from a time prior to conception by the other. 

5. Claims 3, 4, 6-13, 17-22, 24, 26, 27, 29, 30, 32, 34 and 35 are rejected under 35 
U.S.C. 102(f) and (g) as being anticipated by Sorge et al (U.S. Patent 5,556,772). 

Sorge teaches a kit for the synthesis of a polynucleotide, said kit comprising: 

(a) a first DNA polymerase, wherein said first polymerase possesses 3'-5' 
exonuclease activity selected from the group consisting of Pyrococcus furiosus DNA 
polymerase, Thermotoga maritima DNA polymerase, Thermococcus litoralis DNA 
polymerase, and Pyrococcus GB-D DNA polymerase, and 

(b) a second DNA polymerase, wherein said second polymerase lacks 3-5 1 
exonuclease activity selected from the group consisting of Thermus aquaticus DNA 
polymerase, (exo-) Thermococcus litoralis DNA polymerase, (exo-) Pyrococcus furiosus 
DNA polymerase, and (exo-) Pyrococcus GB-D DNA polymerase (see claim 1 of Sorge, 
which is literally identical to the current claim). 

With regard to claim 4, Sorge teaches a kit according to claim 1 , wherein said 
first and second DNA polymerases are thermostable (see claim 2 of Sorge). 
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With regard to claim 6, Sorge teaches a method of amplifying a polynucleotide 
sequence, said method comprising: the steps of mixing a composition, with a synthesis 
primer, and a synthesis template, said composition comprising (a) a first DNA 
polymerase, wherein said first polymerase possesses 3'-5' exonuclease activity 
selected from the group consisting of Pvrococcus furiosus DNA polymerase, 
Thermotoga maritima DNA polymerase, Thermococcus litoralis DNA polymerase, and 
Pvrococcus GB-D DNA polymerase, and (b) a second DNA polymerase, wherein said 
second polymerase lacks 3-5' exonuclease activity selected from the group consisting 
of Thermus aquaticus DNA polymerase, (exo-) Thermococcus litoralis DNA polymerase, 
(exo-) Pvrococcus furiosus DNA polymerase, and (exo-) Pvrococcus GB-D DNA 
polymerase (see claim 3 of Sorge). 

With regard to claim 7, Sorge teaches a method according to claim 3 wherein 
said first and second DNA polymerases are thermostable (see claim 4 of Sorge). 

With regard to claim 8, Sorge teaches a method according to claim 3, wherein 
said first DNA polymerase is Pyrococcus furiosus DNA polymerase (see claim 5 of 
Sorge). 

With regard to claim 9, Sorge teaches a method according to claim 4, wherein 
said second DNA polymerase is Thermus aquaticus DNA polymerase (see claim 6 of 
Sorge). 

With regard to claim 10, Sorge teaches a method according to claim 5, wherein 
said second DNA polymerase is Thermus aquaticus DNA polymerase (see claim 
7 of Sorge). 
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With regard to claim 1 1 , Sorge teaches a kit according to claim 2, wherein said 
first DNA polymerase is Pyrococcus furiosus DNA polymerase (see claim 8 of 
Sorge). 

With regard to claim 12, Sorge teaches a kit according to claim 2, wherein said 
second DNA polymerase is Thermus aquaticus DNA polymerase (see claim 9 of 
Sorge). 

With regard to claim 13, Sorge teaches a kit according to claim 8, wherein said 
second DNA polymerase is Thermus aquaticus DNA polymerase (see claim 10 
of Sorge). 

With regard to claims 17, 19, 20, 29, Sorge teaches a first archaebacterial DNA 
polymerase, Pfu polymerase (see claim 1). 

With regard to claims 18, 21 , 22, 24, 27, 30, 32, 35, Sorge teaches the use of 
Taq polymerase (see claim 1). 

With regard to claims 26, 27, and 34, Sorge teaches the use of Thermococcus 
litoralis DNA polymerase and Taq polymerase (see claim 1 , where Tli is the Vent DNA 
polymerase). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 23, 25, 28, 31 , 33 and 36 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Sorge et al (U.S. Patent 5,556,772) in view of Barnes et al 
(W094/26766) . 

Sorge teaches a kit for the synthesis of a polynucleotide, said kit comprising: 

(a) a first DNA polymerase, wherein said first polymerase possesses 3'-5' 
exonuclease activity selected from the group consisting of Pvrococcus furiosus DNA 
polymerase, Thermotoga maritima DNA polymerase, Thermococcus litoralis DNA 
polymerase, and Pvrococcus GB-D DNA polymerase, and 

(b) a second DNA polymerase, wherein said second polymerase lacks 3'-5* 
exonuclease activity selected from the group consisting of Thermus aquaticus DNA 
polymerase, (exo-) Thermococcus litoralis DNA polymerase, (exo-) Pvrococcus furiosus 
DNA polymerase, and (exo-) Pvrococcus GB-D DNA polymerase (see claim 1 of Sorge, 
which is literally identical to the current claim). 

With regard to claim 4, Sorge teaches a kit according to claim 1 , wherein said 
first and second DNA polymerases are thermostable (see claim 2 of Sorge). 
With regard to claim 6, Sorge teaches a method of amplifying a polynucleotide 
sequence, said method comprising: the steps of mixing a composition, with a synthesis 
primer, and a synthesis template, said composition comprising (a) a first DNA 
polymerase, wherein said first polymerase possesses 3'-5' exonuclease activity 
selected from the group consisting of Pvrococcus furiosus DNA polymerase, 
Thermotoga maritima DNA polymerase, Thermococcus litoralis DNA polymerase, and 
Pvrococcus GB-D DNA polymerase, and (b) a second DNA polymerase, wherein said 
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second polymerase lacks 3'-5' exonuclease activity selected from the group consisting 
of Thermus aquaticus DNA polymerase, (exo-) Thermococcus litoralis DNA polymerase, 
(exo-) Pyrococcus furiosus DNA polymerase, and (exo-) Pyrococcus GB-D DNA 
polymerase (see claim 3 of Sorge). 

With regard to claim 7, Sorge teaches a method according to claim 3 wherein 
said first and second DNA polymerases are thermostable (see claim 4 of Sorge). 

With regard to claim 8, Sorge teaches a method according to claim 3, wherein 
said first DNA polymerase is Pyrococcus furiosus DNA polymerase (see claim 5 of 
Sorge). 

With regard to claim 9, Sorge teaches a method according to claim 4, wherein 
said second DNA polymerase is Thermus aquaticus DNA polymerase (see claim 6 of 
Sorge). 

With regard to claim 10, Sorge teaches a method according to claim 5, wherein 
said second DNA polymerase is Thermus aquaticus DNA polymerase (see claim 
7 of Sorge). 

With regard to claim 1 1 , Sorge teaches a kit according to claim 2, wherein said 
first DNA polymerase is Pyrococcus furiosus DNA polymerase (see claim 8 of 
Sorge). 

With regard to claim 12, Sorge teaches a kit according to claim 2, wherein said 
second DNA polymerase is Thermus aquaticus DNA polymerase (see claim 9 of 
Sorge). 



Application/Control Number: 09/981 ,002 Page 8 

Art Unit: 1637 

With regard to claim 13, Sorge teaches a kit according to claim 8, wherein said 
second DNA polymerase is Thermus aquaticus DNA polymerase (see claim 10 
of Sorge). 

With regard to claims 17, 19, 20, 29, Sorge teaches a first archaebacterial DNA 
polymerase, Pfu polymerase (see claim 1). 

With regard to claims 18, 21 , 22, 24, 27, 30, 32, 35, Sorge teaches the use of 
Taq polymerase (see claim 1). 

With regard to claims 26, 27, and 34, Sorge teaches the use of Thermococcus 
litoralis DNA polymerase and Taq polymerase (see claim 1 , where Tli is the Vent DNA 
polymerase). 

Sorge does not teach the use of Klentaq-278 as the second DNA polymerase. 
Barnes teaches Klentaq-278 (see page 9). 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to use the Klentaq-278 of Barnes in the amplification 
mixtures of Sorge since Barnes teaches that Klentaq-278 "exhibits thermostability at 
temperatures above those reported for any previous variant of Thermus aquaticus DNA 
polymerase and has demonstrated a fidelity in final PCR products which is greater than 
that of WT Thermus aquaticus DNA polymerase, when both are utilized at the 
72.degree. C. temperatures recommended for DNA synthesis, (see page 9, lines 14- 
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18)." Thus, an ordinary practitioner would have chosen Klentaq-278 as the second, 
exo-, polymerase in the method of Sorge, in order to obtain the improved thermostability 
and fidelity. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Fredman whose telephone number is (571)272- 
0742. The examiner can normally be reached on 6:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571)272-0782. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 




Jeffrey Fredman 
Primary Examiner 
Art Unit 1637 , 




